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OFFWE ACTION SUMMARY 

Reeponstve to communkatlon(rr) ffled on +/a9 PL 

0 whir actkn k FtNAL. 

IJ SW, tt~b appii&o~~ IS in con&ton for allowance except for formal matters, proucutlon as to the merits I* Ctowd fn 
am&me with the prsctke under Expalte OuayIe, 1935 D.C. 11; 453 O.G. 213. 

A 8ho*wd statutory perkd for response to thta actttn is set to expire Shrd- month(s), or thltty days, 
whkhever k knger, from the mailing date of thk communkatkn. Failure to respond wtthin the period for respomre will cause 
the appfkatfon to become abandoned. (35 USC. (I 133). Extenskns ot ttme may be obtained under the pmvkkne of 37 CFR 
l.%%(a). 

Obpo on ot Claims 

cd* Glshn(S) I- 34- k/are pendlng In the applicatfon. 

Of the above, claim(s) \s-~8, 20, a3. 33-33 Ware .withdrawn from consideratkn. 

0 Claim(e) Ware allowed. 

4;LclahW v Q , l\--1a . 4-31, 3 is/am rejected. I -. I 
q Clatm(s) Ware objected to. 

cl Claims are subject to restrktkn or electron requirement 

Appllcatforr Papera 

0 See the attached Notke of Draftapereon’a Patent Drawing Review, PTO-943. 

0 The drawing(s) filed on Ware ob]ectad to by the Examiner. 

0 The propo~~I drawing correction, filed on Is 0 approved q disapproved. 

0 The speolfkation is objeoted to by the Examiner. 

0 The oath or declaration is ob)ected to by the Examiner. 

Priority under 99 U.S.C. g 119 

0 A&knowtedgement Is made of a claim for foreign pdodty under 35 U.S.C. 5 119(a)-(d). 

0 A5 (z1 Some’ 0 None of the CERTIFIED copies of the prfodty documents have been 

0 received. 

~rece(vedInApplicationNo.(SerlesC~~~rialNumber) 5 E- ? 3 ‘f83fl-? ;fl pcT/s~r?~/P~Xo~ 

3 received In this national etage application from the International Bureau (PCT Rule 17.2(a)). 

l Csrtlfled copies not received: 

0 Acknowfedgement la made of a claim for domestic prforfty under 35 U.S.C. g 119(e). 

Attachment(r) 

ti Notke of Reference Cfted, PTO-392 

@ lnformatkn Disclosure Statement(s), PTO-1449. Paper No(s). 9 

Cl interview Summary, PTO-413 

0 Notke of Draftsperson’s Patent Drawlng Review, PTC-943 

c Notke of Informal Patent Applkation, PTO-162 
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Fr0bsza(Rw. lolsa) u 9. OFQ leoe-eJka.3i+co29 

/ 
+-I 



Serial Number: 08/376,512 

Art Unit: 1203 

-2- 

Applicant's election without traverse of group I in Paper 

No. 5 is acknowledged. 

& 
Claims 7-11,34 are rejected under 35 U.S.C. 5 112, first 

paragraph, as the disclosure is enabling only for claims limited 

to chiral acyl group being mandeloyl. See M.P.E.P. §I 706.03(n) 

and 706.03(z). Deletion of the words "such asI* would overcome 

this rejection. 

Claims 7,9 are rejected under 35 U.S.C. 0 112, second 

paragraph, as being indefinite for failing to particularly point 

out and distinctly claim the subject matter which applicant 

regards as the invention. The word "such as" is indefinite, this 

term should be deleted. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. I 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless -- 
2r 0 *' (b) the invention was patented or described in a printed 

publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States. 

Claims l-6,19,21-22,24-31 are rejected under 35 U.S.C. 

§ 102(b) as being anticipated by DE 4035455. Note page 6, lines 

37-38 and Erlandsson et al. 

i 

The following is a quotation of 35 

U.S.C. § 103 which forms t e basis for all obviousness rejections 

set forth in this Office action: 

A patent may not be obtained though the invention ia not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
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the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 

Claims l-6,19,21-22,24-31 are rejected under 35 U.S.C. § 103 

as being unpatentable over EP 124,495 or CA 117:90292. EP 

124,495 page 3, lines lo-15 and CA 117:90292 ( structures 

enclosed) encompass the claimed enantiomers. The individual 

isomers are obvious varients over the corresponding racemate 

because of their presence in the racemate. 

Claim5 l-11,24-31,34 are provisionally rejected under 35 

U.S.C. § 101 as claiming the same invention as that of claims of 

copending application Serial No. 08/256,174 . This is a 

provisional double patenting rejection since the conflicting 

claims have not in fact been patented. 

Claims l-11,19,24-31,34 are provisionally rejected under the 

judicially created doctrine of obviousness-type double patenting 

as being unpatentable over claims of copending application Serial 

No. 08/256,174. Although the conflicting claims are not 

identical, they are not patentably distinct from each other 
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because of salt being obvious varient of the free compound and 

composition claim being obvious over the corresponding compound. 

This is a provisional obviousness-type double patenting 

rejection because the conflicting claims have not in fact been 

patented. 

Applicants' PTO-1449 and the accompany references are noted 

with appreciation. The references-have been placed in the file. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to JANE FAN 
whose telephone number is (703) 308-4705. 

Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-1235. 
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